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A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 8/20/09 
has been entered. 



The Status of Claims: 

Claims 39-54 are pending. 
Claims 39-54 are rejected. 

DETAILED ACTION 
Priority 

1 . It is noted that this application is a 371 of PCT/EP03/1 2885(1 1/1 8/2003), which 
has a foreign priority document. United Kingdom 0227086.6(1 1/20/2002). 

Drawings 

2. The drawing filed on 5/06/05 is accepted by the examiner. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 
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The specification sliall contain a written description of the invention, and of the manner and process of 
mailing and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 



Claim 39, and 43-53 are rejected under 35 U.S.C. 112, first paragrapii, because 
the specification, while being enabling for using the compound having following organic 
groups such as 




— Ndh 

as the organic compound, does not reasonably provide enablement for any 
organic compounds generally. The specification does not enable any person skilled in 

the art to which it pertains, or with which it is most nearly connected, to include all kinds 
of organic compounds unrelated to the claimed invention commensurate in scope with 
these claims. 

Furthermore, the specification has not described how all kinds of organic 
compounds in contact with a source of hydrogen in the presence of a catalyst will form 
naturally the hydrogenation products by the hydrogenation process under unspecified 
reaction parameters ,such as any pressure and any temperature. This description is 
essential to the claimed invention because it allows to distinguish identifying 
characteristics sufficient to show that the applicant was in possession of the claimed 
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invention, and the claim ,as a whole, may not be adequately described where the 
invention is described solely in terms of a process of its making coupled with its 
reaction conditions, i.e. temperature and pressure suitable for all kinds of the alkynes, 
alkenes, nitriles, and/or ketones. As a matter of fact, the specification describes that 
the nature of the organic compound has to be considered in view of the reaction 
temperature ranges (50 to 250 ° C) and pressure ranges (10 to 300 bar) ; for example, 
the B.P. of acetonitrile is 81 ° C, whereas that of 1 ,4-dicyanobutane is 295° C at 1 atm 
as shown in the Experimental Organic Chemistry Textbook (see page 658, table 28.16, 
1980). 

Furthermore, the same Experimental Organic Chemistry Textbook, Tables 
28.16 and 28.17 have shown that acetonitrile, propionitrile, 1,4-dicyanobutane are in 
liquid form ,whereas 4-methylbenzyl cyanide, cinnamonitrile, 1,2-dicyanobenzene are 
In a solid form. Therefore, It Is Important to specify the reaction temperature and 
pressures In order to successfully carry out the reaction process with given starting 
materials. 

Therefore, the specification has failed to describe the subject matter in the 
claims as to the relationship between all kinds of organic starting materials and the final 
product during the processing steps of making the desired product. 

The specification falls short because data essential for how all kinds of organic 
starting materials would be led to forming the final desired hydrogenation products by 
the hydrogenation process. 
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Furthermore, the instant specification fails to provide information that would allow 
the skilled artisan to practice the instant invention without undue experimentation. 
Attention is directed to In re Wands, 8 USPQ2d 1400 (CAFC 1988) at 1404 where the 
court set forth the eight factors to consider when assessing if a disclosure would have 
required undue experimentation, citing Ex Parte Forman, 230 USPQ 546 (BdApIs 1986) 
at 547 the court recited eight factors: 

1 ) the quantity of experimentation necessary, 

2) the amount of direction or guidance provided, 

3) the presence or absence of working examples, 

4) the nature of the invention, 

5) the state of the prior art, 

6) the relative skill of those in the art, 

7) the predictability of the art, and 

8) the breath of the claims. 

The Nature of the Invention 

The nature of the invention in claim 1 is described below: 
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I . (original); A process for hydrogenaling an organic compouad, which process 
C0nipfi*fe!i5 bnnpng the organic compound into contact, m4m hydjropination 
coodltions, with a smmc of hydrogen in the presence of a catalyst comprising 
om or more catalylieaUy active mttal sites located on a catalyst support and 
recovering the hydTOgenatioti products, wherek at least om of the 
c^talytically active inetal sites has been obtained via the partiai decomposition 
on the sttpport of a complex of the metal and a oitrogen-costaifiing orgiink 
compound selected from (t) amino acids and (ti) compounds oontaining both 
an ammo group and an alcohol group, partial decompositiont having been 
carried out such that new vibration bands appear m the infra red spectrum of 
the complex at between 2100-2200 cm"^ 

The State of the Prior Art 
The states of the prior art are described as followed: 

peSJ M Fat. Ho. 5^S6,898 m6 U.S. Pat. No. 5M%12% dime«jyte^iitMate 
is hydfogenated at ^40* C and a pressure of Ipom 50 to 170 bar over supported Pd 
cat^ysts. which are treated with Ni, Pt aisd/or Ru to give the corresponding 
dimethyUiexahydroterepljasalate, The supports «sed me ahimim of crystalliae fnhase 
alpha or m delta or gaimna or beta or mixtures ihereof 

|O06| In EF-A-0 OOS 737^ aromatio carboxyic estm are hydmgeuated at fiom 70 to 
250* C and firom 30 to 200 bar over sigppoded Ni Rti, M and/or Pd cataljrats to give 
I3ie corre^ondiag cyclodiphatie caiboKylic estei^. The support used is an 
almnitittMi oxide of which at least 20% has been converted mto lilMum-altimitdnm 
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|O07| U,S, Pat. Mo. 3,027,398 describes the hydw^aation of diinethylterepMalate 
over siippoited Ru catalysts at mm 1 10 to 140* C and from 35 to 105 bar. Tfee Ru is 
d^stted on i^hauncoal or ki«sdgabr. 

|O08] BP»A 0 603 S25 reto to a pmms for the preparation of I A- 

cyzyUheKm^iQ^mylic mid byhydmgmtxtmg terephthalic acid by ming. a 
supported palladium catalyst^ wbereia as suppoit almmna, siEca or active cbarcoal is 
used. 

U,S. Fat. Mo. 3,334,1 49 describes a umldstag^ proce^ for th& hydrogmaiiou 
of dialkyltereplitlialat© usiog a M catalyst followed by use of a eopper chmmite 
catalyst, 

1010] US. Pat No. 5,936,126 descfibes a process for the hydiogenatloE of an 
aromstic compoimd. Th« catalyst used contains mtfeemma as active melal alone ch- 
optiomlly oise or mor« ot&ier (kmsp VBB or YlflOB metals on a maciopomus 
stippoff. Hie macropoious support exhibits an avemge pom diameter of at least 
mn and a BET surface area of not more than about 30 mVg. 

pi 1] 0.S. Pal No. 6,248,924 describes a procesa for reacting organic oomponnds. 
The catalyst ased contains rutfierdiim as active metal alone or optionally wttfa one or 
more other Grotq> IB, VHB or VIHB metals on a support , The support may be a 
material baving macropores (50 to 1 0000 nm pore diameter) and mesopon^ (2 to 50 
mn pore diameter). In the si^port 10-50% of the pores are macropores and 50 to 
90% of the pores are mesK^ores, Alimsisa of stifl^ ar^ (BET) 238 m% m 
ipeeifically esien^MSed. 
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As the prior art have been discussed in the above, there is no conclusive data 
that all kinds of starting organic materials would produce the final hydrogenation 
products except some aromatic compounds such as terephthalic acid, dialkyi 
terephthalate. 

The predictability or lack thereof in the art 
In the instant case, the instant claimed invention is highly unpredictable since 
one skilled in the art would recognize that not every any organic starting material would 
produce the desired hydrogenated products. This is because hydrogenation process 
needs three components, the unsaturated substrate, hydrogen or hydrogen source, 
and the specific catalyst; the success of carrying out the reaction depends on the good 
selection of the substrate and of the specific catalyst with a high activity in combination 
with adjusting suitable temperatures and pressures. 

Furthermore, the specification of the claimed invention does support the very 
idea of the unpredictable aspect of the organic starting materials by disclosing those 
specific and workable starting compounds (see pages 19-24) for the process; it does 
not support all kinds of organic starting materials known in the art. 

Moreover, chemical reactions are well-known to be unpredictable, In re 
Marzocchi, 169 USPQ 367, In re Fisher, 166 USPQ 18. From the above, it is clear that 
the use of every generic "an organic compound" will not form the desired claimed 
product in a good yield. 
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Therefore, in view of the Wands factors and In re Fisher (CCPA 1970) discussed 
above, to practice the claimed invention herein, a person of skill in the art would have to 
engage in undue experimentation to test which acidic catalyst can be employed to 
produce the desired claimed compound encompassed in the instant claims, with no 
assurance of success. 



Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification sliall conclude witli one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 39-54 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

In claims 39-40, 50 and 54, the term " containing " in the phrases " a nltrogen- 
contalnlnq organic compounds" and " compounds containing both an amino group and 
an alcohol hydroxyl group" ,and the phrase " at least one or more unsaturated 
organic compounds include at least one benzenepolycarboxylic acid " are recited. 
These are vague and Indefinite because the specification does not elaborate what Is 
meant by the terms "include " and "containing" which would mean that there are some 
additional components besides the only compounds; the skilled artisan in the art is 
unable to figure out what else are present in the compounds. 
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Therefore, an appropriate correction is required. 

In claim 50, the phrase" a nitrogen- containing organic compound is one or more 
amino acids" is recited. This is vague and indefinite because the phrase " a nitrogen- 
containing organic compound " is singular and yet it is expressed as the plural. 
Therefore, an appropriate correction is required. 

In claim 53, the phrase " selected from the group consisting of platinum, 
rhodium, — nickel or ruthenium and a mixture of two or more thereof is recited. 

This is vague and indefinite because the expression of the Markush group " 
selected from the group consisting of " is closed by its nature and yet it is still open 
ended because of the presence of the conjunction " or ". Therefore, an appropriate 
correction is required. 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Taylor Victor Oh whose telephone number is 571- 
272-0689. The examiner can normally be reached on 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Janet Andres can be reached on 571-272-0867. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Taylor Victor Oh, MSD,LAC 
Primary Examiner 
Art Unit: 1625 
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Primary Examiner, Art Unit 1625 
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